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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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earned patent term adjustment. See 37 CFR 1 .704(b). 
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1 )|EI Responsive to communication(s) filed on 6/30/2009 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 18-35 and 39-41 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



1 . In view of the amendment filed June 30, 2009, claims 1 -1 7, 36-38 have been 
cancelled, and new claims 40-41 have been added. Claims 18-35, 39-41 are pending. 



2. In view of the appeal conference decision, the rejection of Claims 18-39 under 35 
U.S.C. 102(e) as being anticipated by Kamiyama et al. (US 6,140,394), is withdrawn. 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

4. Claims 18-35, 39-41 are rejected under 35 U.S.C. 103(a) as being unpatentable 



over Kamiyama et al. (US 6,140,394) in view of the product literature of Hielscher- 



Application/Control Number: 10/685,613 Page 3 

Art Unit: 1796 

Ultrasound Technology, (http://www.hielscher.com /ultrasonics/size_reduction_silica_ 
01 .htm), for the reasons adequately set forth from paragraph 5 of the office action of 
March 31 , 2009. 

Kamiyama et al. (col. 6, line 17-62) disclose dispersions prepared by the 
suspension polymerization of vinyl monomers such as styrene, etc (col. 6, line 58-61), 
prepared in the presence of water soluble organic polymer such as polyvinyl alcohol, etc 
(col. 6, line 39-43) which inherently has a HLB value of at least 15 according to 
applicants' specification (page 1 1 ). In view of the broad molecular weight limitation of 
the soluble polymer being claimed, the examiner has a reasonable basis that the 
claimed molecular weight of more than 600 is also inherently possessed in Kamiyama 
et al. Further, Kamiyama et al. (col. 6, line 43-45) also teach the incorporation of 
inorganic powder (such as calcium phosphate powder and fine silica powder) into the 
suspension polymerization process. Although Kamiyama et al. fail to label the inorganic 
powder as filler, it is still a filler because the inorganic powder remains in the final 
prepared dispersion composition. Although Kamiyama et al. are silent on the exact 
dimension of the inorganic powder disclosed, however, it is well-recognized that the 
disclosed "powder" of Kamiyama et al. is referring to a size range of at least 200 
microns. Further, according to Kamiyama et al. (Fig. 3-6), the polymer particles of 
Kamiyama et al. ranges from 1 to about 20 microns, 0.5 to 50 microns (col. 6, Iine1-14), 
or higher (col. 9, line 28-36; col. 10, line 42 to col. 12, line 66). 

The difference between the invention as claimed and Kamiyama et al. is that 
Kamiyama et al. do not disclose a particle size, and therefore, Kamiyama et al. are also 
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silent on the ratio of filler particle size to synthetic organic polymer particle size ranges 
as claimed. 

However, a product literature of Hielscher - Ultrasound Technology, disclose 
standard silica that can have particle sizes range from 2 microns to 600 microns, with 
median particle size of about 250 microns. Since the product literature (abstract) clearly 
teach that the disclosed silica can be dispersed to form a dispersion with improved 
dispersion properties, it would have been obvious to one of ordinary skill in art to 
incorporate the particle size teachings of the product literature into Kamiyama et al. In 
view of the particle sizes as taught in the product literature, and the particle size as 
taught in Kamiyama et al. (Fig. 3-6), the examiner has a reasonable basis that the 
claimed ratios have been met by Kamiyama et al. in view of the product literature of 
Hielscher. 

Product literature of Hielscher - Ultrasound Technology (page 2) 
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Starting (green curve) at an agglomerate particle size of more than 200 micron (D50) most of the 
particles were reduced to less than 200 nanometers. The obvious tailing to the right, results from the 
material composition (agglomerates and larger primaries). While the agglomerates are reduces 
easily, it takes longer processing to grind down larger primary particles. 



In view of the reasons set forth above, the rejection of claims 18-35, 39-41 is 

proper. 

Response to Arguments 

5. Applicant's arguments filed June 30, 2009 have been fully considered but they 
are not persuasive. Applicants argue that Kamiyama repeatedly limits the disclosure to 
one suspension polymerization, which can be considered as a "teach-away" reference 
to the instantly claimed invention. However, the examiner disagrees because the 
invention as claimed relates to a filler-containing polymer dispersion product, where the 
method for producing the dispersion product is not included in the claims. Therefore, 
applicants' argument is not supported by the claims as written. 

Applicants argue that Kamiyama fails indicate explicitly that the fillers disclosed 
are "fillers". However, the examiner disagrees. Applicants must recognize that 
Kamiyama et al. (col. 6, line 43-45) clearly teach the incorporation of inorganic powder 
(such as calcium phosphate powder and fine silica powder) into the suspension 
polymerization process. Although Kamiyama et al. fail to label the inorganic powder as 
filler, it is still a filler because the inorganic powder remains in the final prepared 
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dispersion composition. Further, applicants must also recognize that "filler" is merely a 
functional language for the disclosed calcium phosphate powder and fine silica powder 
in Kamiyama. As long as Kamiyama teaches calcium phosphate powder and fine silica 
powder, the examiner has a reasonable basis to maintain the rejection set forth. 

Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William K. Cheung whose telephone number is (571) 
272-1097. The examiner can normally be reached on Monday-Friday 9:00AM to 
2:00PM; 4:00PM to 8:00PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David WU can be reached on (571) 272-1114. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/William K Cheung/ 

Primary Examiner, Art Unit 1796 

William K. Cheung, Ph. D. 
Primary Examiner 
October 22, 2009 



